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DETAILED ACTION 

Claim Objections 

1 . Claim 7 is objected to because of the following informalities: The phrase 
"specifing" in line 3 should read "specifying". Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

3. Claims 1, 5, 14, 16, 17, 19, 23-25 and 29 are rejected under 35 
U.S.C. 102(e) as being anticipated by Drobnik et al. (US 2004/01581 18). 
Drobnik et al. ('8118) teach a prescription method of treating tissue comprising 
the steps of: 

Claim 1 (independent) 
accepting a tissue treatment plan for the tissue to be treated (page 2 [0016]. 
Examiner states that constructed by physician treatment plan should be accepted 
in order to execute said plan), which treatment plan specifies a number and 
spacing of treatment seeds to be provided in each of a plurality of treatment 
strands (page 1[0002] and page 2[0016]); 

creating the plurality of treatment strands according to said tissue treatment plan 
(page 1 [0002] and page 2[0017]); and 
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wherein at least two of the plurality of treatment strands have a custom distal end 
spacing between the end of each treatment strand and the adjacent treatment 
seed (page 3 [0029, lines 5-7]); 
Claim 5 

The method of claim 1, further comprising the steps of: aligning the plurality of 
treatment strands in a template (page 1 [0003]. 

Claim 14 (independent) 

A therapeutic device comprising: 

a plurality of seed strands, each having a length with a distal end (page 1[0002]) 
and page2[0019]); 

a plurality of seeds provided along the length of each of the seed strand (page 
2[0016]); 

the plurality of seeds being provided at spaced intervals along the length of each 
of the seed strands (page 2[0016]); and 

custom end spacings according to a treatment plan provided between the seed 
located adjacent to the distal end of each of said seed strands and the distal end 
of each said seed strand (page 3[0029, lines 5-7]); 
Claim 16 

The device in accordance with claim 14, further comprising: 

at least two of said plurality of seed strands have different custom end spacings 

of different lengths (page 3[0029]). 



Application/Control Number: 10/619,928 Page 4 

Art Unit: 3736 

Claim 17 (independent) 

accepting a tissue treatment plan for the tissue to be treated (page 2 [0016]), 
which treatment plan specifies a number and spacing of treatment seeds to be 
provided in the treatment plan and which specifies custom end spacings between 
an end seed in a strand and the end of the strand (page 2 [0018]); and 
creating a treatment strand according to the plan (page 3 [0029]). 

Claim 19 (independent) 

A prescription method of treating tissue comprising the steps of: 

first accepting a tissue treatment plan for the tissue to be treated (page 2 [0016]. 

Examiner states that constructed by physician treatment plan should be accepted 

in order to execute said plan), said treatment plan specifying a number and 

spacing of a plurality of treatment seeds for each of a plurality of respective 

treatment seed strands (page 1[0002] and page 2[0016]); 

second creating the plurality of treatment seed strands from a material (page 1 

[0002] and page 2[0017]); and 

third providing a custom distal end spacing on each of the plurality of treatment 
seed strands (page 3 [0029, lines 5-7]). 

Claim 23 (independent) 

A prescription method of treating tissue comprising the steps of: 
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first accepting a tissue treatment plan for the tissue to be treated (page 2 [0016]. 
Examiner states that constructed by physician treatment plan should be accepted 
in order to execute said plan), said treatment plan specifying a number and 
spacing of a plurality of treatment seeds for each of a plurality of respective 
treatment seed strands (page 1 [0002] and page 2[0016]); 
second creating the plurality of treatment seed strands from a material (page 3 
[0029]); and 

third providing a custom distal end spacing on each of the plurality of treatment 
seed strands, wherein at least two of said plurality of treatment seed strands 
have different custom end spacing (page 3 [0029, line s5-7]). 

Claim 24 (independent) 

A prescription method of treating tissue comprising the steps of: 
first accepting a tissue treatment plan for the tissue to be treated (page 2 [0016]. 
Examiner states that constructed by physician treatment plan should be accepted 
in order to execute said plan), said treatment plan specifying a number and 
spacing of a plurality of treatment seeds for each of a plurality of respective 
treatment seed strands; 

second creating the plurality of treatment seed strands from a material (page 3 
[0029]); and 

third providing a custom distal end spacing on each of the plurality of treatment 
seed strands (page 3 [0029, line s5-7]), wherein the custom distal end spacing is 
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determined by the treatment plan, and the custom distal end spacing allows a 
health care professional to insert each of the plurality of treatment seed strands 
to a uniform depth in the tissue to be treated (Examiner states that the phrase 
"the custom distal end spacing is determined by the treatment plan, and the 
custom distal end spacing allows a health care professional to insert each of the 
plurality of treatment seed strands to a uniform depth in the tissue to be treated" 
does not positively recite method step, thus the method of Drobnik et al. ('81 18) 
meets the method steps set forth in claim 24). 

Claim 25 (independent) 

A method of treating a patient with a plurality of treatment strands wherein each 
of said plurality of treatment strands has a plurality of spaced seeds and a 
custom end spacing between a distal end seed of the treatment strand and a 
distal end of the treatment strand (page 3 [0029, line s5-7]), the method 
comprising the steps of: 

implanting a first treatment strand at a desired location at a depth (page 1[0002]); 
and 

implanting the remainder of the plurality of treatment strands at a plurality of 
respective desired locations to the depth of the first strand (page 1 [002]), 
wherein each distal end seed of each of said plurality of treatment strands can be 
at a different depth (Examiner states the phrase "can be at different depth" does 
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not require particular limitation, thus the method of Drobnik et al. ('8118) meets 
the method steps set forth in claim 25). 



Claim 29 (independent) 

A therapeutic device comprising: 

a plurality of seed strands (page 1(0002]), each having a length with a distal end 
(page 3[0027]); 

a plurality of seeds provided along the length of each of the seeds strands (page 
1[0002]); 

the plurality of seeds being provided at spaced intervals along the length of each 
of the seed strands (page 1[0002]); and 

custom end spacings according to a treatment plan provided between the seed 
located adjacent to the distal end of each of said seed strands and the distal end 
of each said seed strand, wherein at least two of said plurality of seed strands 
have different said custom end spacings of different lengths (page 1[0002] and 
page 3[0029]). 
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Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

5. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Drobnik et al. (US 2004/0158118), as applied to claim 5 above, in view of 
Horowitz (US 4,815,449). 

Drobnik et al. ('81 18) teach a prescription method of treating tissue as 
described in paragraph 3 above, but they do not teach a method, wherein all of a 
plurality of treatment strands are the same length. 

Horowitz ('449) teaches a method of treating tissue using a plurality of treatment 
strands having the same length (Figure 7 and column 4, lines 38-46). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to use the plurality of treatment strands having the same length of 
Horowitz ('449) in the method.of Drobnik et al. ('81 18) to provide desired 
radiation treatment at multiple locations at different depth in the diseased tissue, 
as taught by Horowitz ('449). 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

6. Claims 1-4, 7, 9-13, 21, 22 and 26-28 are provisionally rejected under the 
judicially created doctrine of obviousness-type double patenting as being 
unpatentable over claims 17, 18 and 25 of copending Application No. 
10/415,715 in view of Drobniketal. (US 2004/0158118). Claims of the 
copending Application disclose a method for making a radioactive strand, but 
they do not disclose a prescription method of treating tissue comprising the steps 
of accepting a tissue treatment plan for the tissue to be treated, which treatment 
plan specifies a number and spacing of treatment seeds to be provided in each 
of a plurality of treatment strands. 

Drobnik et al. ('8118) teach a prescription method of treating tissue comprising 
the steps of: accepting a tissue treatment plan for the tissue to be treated (page 2 
[0016]), which treatment plan specifies a number and spacing of treatment seeds 
to be provided in each of a plurality of treatment strands (page 1[0002]); creating 
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the plurality of treatment strands according to said tissue treatment plan (page 3 
[0029]); and wherein at least two of the plurality of treatment strands have a 
custom distal end spacing between the end of each treatment strand and the 
adjacent treatment seed (page 3 [0029]). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify the method of treating tissue of Drobnik et al. ('81 18) 
having the steps of creating treatment seed strands by the method for making the 
radioactive member disclosed in the copending Application to provide custom 
seed strands specified by the treatment plan, as taught by Drobnik et al. ('81 18). 

This is a provisional obviousness-type double patenting rejection. 

Allowable Subject Matter 

7. Claims 18 and 20 are allowed. 

8. Claim 8 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations 
of the base claim and any intervening claims. 

9. The following is a statement of reasons for the indication of allowable 
subject matter: 

None of the prior art, either alone or in combination, teaches or 
suggests (Claim 8) a prescription method of treating tissue, as claimed, wherein 
a first accepting step comprises accepting a tissue treatment plan created with 
the use of a computer program. 
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None of the prior art, either alone or in combination, teaches or suggests 
(Claim 18) a method of treating a patient with a plurality of treatment strands, as 
claimed, comprising a step of implanting the remainder of the plurality of seed 
strands at a plurality of respective desired locations to the depth of a first strand. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hoskins et al. (753); Slater et al. ('851); Drobnik et al. 
('8117) and Yoshizumi ('525). 

Response to Arguments 

1 1 . Applicant's arguments, see RESPONSE TO OFFICE ACTION, filed on 
09/23/2004, with respect to the rejection(s)of claim(s) 1-6, 14 and 15 under 35 
USC 112, second paragraph; 35 USC 102(b), 102(e) and USC 103(a) have been 
fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is 
made in view of Drobnik et al. (US 2004/01581 18) and Horowitz (US 4,815,449). 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Nikita R Veniaminov whose telephone 
number is (571 ) 272-4735. The examiner can normally be reached on Monday- 
Friday 8 A.M.-5 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Max F Hindenburg can be reached on (571) 272-4726. 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 




Nikita R Veniaminov 

Examiner 

Art Unit 3736 
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PRIMARY EXAMINER 



